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Arguments in Support of Pre- Appeal Request for Review 

Claims 31-50 and 70 are pending. Claims 31-50 and 70 stand rejected under 35 U.S.C. § 
112, first paragraph. Claims 31 and 38-46 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by Huizinga U.S. Patent 5,001,325 ("Huizinga"). Claims 32-37, 49, 50, and 70 stand 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Huizinga in view of Schlaeppi EP 
596,747 Al ("Schlaeppi"). 
Rejection Under 35 U.S.C. § 112 

The Final Office Action asserts that the disclosure at page 14, lines 2-3 which reads, "The 
laser beam is then applied to a surface of the web to score the web in both the machine and 
transverse directions," does not provide an adequate written description for the limitation in 
claim 31 of a first laser- scored pattern in the first surface of the flexible film but not in the 
second surface. With respect to claim 39, the Final Office Action asserts the originally filed 
disclosure does not provide a description of score patterns having a second portion disposed from 
a first portion in the transverse direction. In this regard, the Final Office Action contends that the 
term "second portion" does not appear in the specification. 

Section 112 does not require in haec verba support for claimed subject matter. Instead, 
the proper inquiry is whether the originally filed disclosure reasonably conveys that the inventor 
had possession of the claimed invention. Cordis Corp. v. Medtronic Ave., Inc., 339 F.3d 1352, 
1364, 67 U.S.P.Q.2d 1876 (Fed. Cir. 2003). 

The Final Office Action improperly engages in a hyper-technical linguistic analysis of the 
specification rather than looking to the substance that the originally filed disclosure reasonably 
conveys to the skilled artisan. It would have been abundantly clear to the skilled artisan that the 
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inventors were in possession of a multilayer flexible film having a laser-scored pattern applied to 
a surface (or a "first" surface) of the film, i.e., one but not both of the film's two surfaces, in both 
the machine and transverse directions, as claimed in claim 31. With respect to claim 39, it also 
would have been abundantly clear that the laser-scored pattern has a first portion and a second 
portion, with the first portion disposed from the second portion in the transverse direction. Each 
of these features is clearly shown, for example, in Fig. 18D, which is reproduced below. 



Additional disclosure is found throughout the specification, e.g., at page 13, lines 27-30, 
which discloses, "The laser beam may cut the first curved section 52a, 152a of pouches 1, 100, 
respectively, followed by the straight portions 52b, 152b, followed by the second curved 
portions 52c, 152c." (emphasis added). Thus, even if an in haec verba standard were used, the 
specification does contain the words "second" and "portions" with respect to the laser- scored 
pattern. Of course, in haec verba is not the proper standard. Cordis, 339 F.3d at 1364, 67 

U.S.P.Q.2d at 1876. The § 112 rejection is improper and should be withdrawn. 
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FIG. 18D 



Second portion of 
laser-scored 
pattern, runs in 
machine and 
transverse 
directions 




First portion of laser- 
scored pattern, runs in 
machine direction and 
is offset from second 
portion in transverse 



Rejection Under 35 U.S.C. § 102(b) 

To anticipate, a single prior art reference must disclose all elements of a claimed 
invention. Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 231 U.S.P.Q. 81 (Fed. 
Cir. 1986). 

Huizinga is cited as describing a flexible thermoplastic polymeric film having a plurality 
of layers and a laser- scored line (21) disposed in the machine and transverse directions in a first 
surface of the film. The Final Office Action points to column 3, line 63, which states the score 
line "may have a continuous or discontinuous form," and apparently interprets this as meaning 
the score line can run continuously in the machine direction. Applicants respectfully disagree. 

In the embodiment of Figs. 2a-3d, the score lines 21 have "approximately the form of a 
semi-ellipse." (column 3, lines 60-64). Contrary to the Final Office Action's assertion, the score 
lines do not run continuously in the machine direction, as claimed in claim 31. Huizinga uses the 
term "continuous" to refer to unbroken score lines 21, as shown in Figs. 3a and 3d, and 
"discontinuous" to refer to perforated lines, as shown in Figs. 3b and 3c. 
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FIG. 3c 



FIG. 3d 

""ST " i 





31 FIG. 3o 






T 






J 








/ 










V 










J 




7" 








J 


\ 


J 






, : ■ 


1 




1 




J 




? 




{ 






\ 


y 















U.S. Serial No. 10/034,886 
Jay D. Hodson et al. 



Atty Dkt No. 007034.00037 
Page 3 of 5 



The remaining embodiments of Huizinga likewise fail to disclose or suggest a laser- 
scored pattern that forms a line of weakness running continuously in the machine direction. For 
example, the score lines 21 in the embodiment shown in Figs. 4a-5 clearly are discontinuous in 
the machine direction. 

The Final Office Action apparently takes the position that claim 31's limitation that the 
score patterns run continuously in the machine direction is a process limitation not entitled to 
weight in a claim directed to an article of manufacture. Applicants respectfully submit that claim 
31 defines an article of manufacture having a particular combination of structural features that is 
not taught or suggested by the prior art, for reasons argued above, without regard to the process 
used to make it. 

At least for these reasons, Huizinga fails to describe or suggest the flexible film of 
independent claim 31 or claims 38-46 dependent thereon. Reconsideration and withdrawal of the 
§ 102(b) rejection are respectfully requested. 
Rejection Under 35 U.S.C. § 103(a) 

The Final Office Action concedes that Huizinga does not describe or suggest a second 
layer which does not have a laser-scored pattern etched therein, as claimed in claim 35, a first 
layer constructed of the materials identified in claims 32 or 36, or a first layer which is a barrier 
layer as claimed in claim 37. Schlaeppi is cited as disclosing an outer layer of oriented 
polypropylene or a barrier layer such as metal foil for the purpose of providing a multilayer 
flexible packaging film. The film is said to have a scored pattern etched into a first layer but not 
a second layer to effect easy opening of the package. 
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Schlaeppi does not describe a flexible film having a laser-scored pattern that forms a line 
of weakness running continuously in the machine direction. Schlaeppi instead discloses forming 
slits to form an interrupted or discontinuous score line (see, e.g., column 5, lines 5-14). At least 
for this reason, Schlaeppi fails to remedy the deficiencies of Huizinga as discussed above. 
Dependent claims 32-37, 49, 50, and 70 are allowable over Huizinga and Schlaeppi, taken alone 
or in combination, for at least the same reasons argued above with respect to independent claim 
31. 



The specification provides an adequate written description of the invention by reasonably 
conveying to the skilled artisan that the inventors were in possession of the invention as now 
claimed. None of the cited references, taken alone or in any combination, discloses or suggests 
the flexible thermoplastic polymeric film as claimed in claims 31-50 and 70. In view of the 
foregoing, reconsideration and withdrawal of each of the outstanding rejections are respectfully 
requested. 



Conclusion 



Respectfully submitted, 



Banner & Witcoff, Ltd. 



Date: November 10, 2006 



By: /Paul M. Rivard/ 
Paul M. Rivard 
Registration No. 43,446 
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Washington, DC 20001 
(202) 824-3000 (telephone) 
(202) 824-3001 (facsimile) 



U.S. Serial No. 10/034,886 
Jay D. Hodson et al. 



Atty Dkt No. 007034.00037 
Page 5 of 5 



